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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-6, 9-10, and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Richards (U.S. Patent No. 6,778,778). 

Regarding claim 1 and 21, Richards teaches a network diagnostic system for an optical 
transport network having a plurality of network elements, comprising, a first network element 
(reference numeral 12, 20, 38 in Figure 1) residing in the optical transport network (reference 
numeral 10 in Figure 1), the first network element having a network diagnostic operation 
integrated therein (reference numeral 12, 38 in Figure 1) and operable to perform the network 
diagnostic operation, wherein the network diagnostic operation directly monitors an optical 
signal traversing the optical transport network (e.g. "test signal" throughout), a network 
diagnostic device (reference numeral 62 in Figure 1) in data communication with a second 
network element (reference numeral 24 in Figure 1) residing in the optical transport network 
(reference numeral 10 in Figure 1) and operable to initiate the network diagnostic operation at 
the first network element; the second network element (reference numeral 24 in Figure 1) 
adapted to receive a request to initiate the network diagnostic operation from the network 
diagnostic device (reference numeral 62 in Figure 1), the second element (reference numeral 24 



Application/Control Number: 10/054,009 Page 3 

Art Unit: 2633 

in Figure 1) operable to map the request into at least one optical network frame (column 6 lines 
48-61) and transmit the optical network frame over an optical supervisory channel (e.g. by virtue 
of the OSS nature of element 24 in Figure 1; column 5 lines 24-31) of the optical transport 
network to the first network element (reference numeral 12, 38, 20 in Figure 1). 

Regarding claim 2, Richards teaches that the network element is further operable to 
communicate the network performance data determined by the network diagnostic operation to 
the network diagnostic device (column 5 lines 40-41). 

Regarding claim 3, Richards teaches that the network diagnostic device is operable to 
display the network performance data received from the first network element (via computer 62 
in Figure 1). 

Regarding claim 4, Richards teaches that the network diagnostic device (reference 
numeral 62 in Figure 1) is directly connected to the second network element (reference numeral 
24 in Figure 1). 

Regarding claim 5, Richards teaches that the network diagnostic device is connected via a 
computer network (reference numeral 24 in Figure 1) to the second network element. 

Regarding claim 6, Richards teaches that the second network element is further operable 
to communicate in real-time the network performance data determined by the network diagnostic 
operation to the network diagnostic device using TLI network management protocol (inherent in 
the ongoing machine to machine communication). 

Regarding claim 9, Richards teaches that the second network element is adapted to 
receive Ethernet frames from the network diagnostic device, where the Ethernet frames embody 
a request to initiate the network diagnostic operation; the second network element being further 
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operable to map the Ethernet frames into at least one optical network frame and transmit the 
optical network frames over an optical supervisory channel of the optical transport network 
(column 5 lines 32-41; e.g. "spare channel" in column 6 lines 13-26). 

Regarding claim 10, Richards teaches that the first network element is adapted to receive 
the optical network frames over the optical supervisory channel (e.g. "spare channel" in column 
6 lines 13-26) from the second network element and to extract the Ethernet frames from the 
optical network frames (inherent in the use of the Ethernet protocol in the system). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 7, 1 1-20, and 22-31, 33-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Richards. 

Regarding claim 7, Richards differs from the claimed invention in that Richards fails to 
specifically teach that the first network element is further operable to store the network 
performance data in a storage medium residing on the second network element and the network 
diagnostic device operable to retrieve the network performance data from the second network 
element using a file transfer protocol. However, it is clear that the network element in Richards 
is of the typical sort and is clearly capable of storing the performance data until the diagnostic 
device retrieves it. Furthermore, storage of performance data at network elements is well known 
in the art. One skilled in the art would have been motivated to include storage at the network 
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element in order to allow the diagnostic device to develop an better understanding of the long 
term operational characteristics of the network element and to retrieve that information at will 
Therefore, it would have been obvious to one skilled in the art at the time the invention was 
made to include a storage medium at the first network element and allow the diagnostic device 
operable to retrieve the network performance data from the first network element using a file 
transfer protocol. 

Regarding claims 1 1-20, 22-31, and 33-36, Richardson differs from the claimed invention 
in that Richardson fails to specifically teach the various diagnostic operations claimed. 
However, the diagnostic methodologies claimed are well known in the art and easily applicable 
to the system of Richardson. Furthermore, one skilled in the art would have been motivated to 
employ the various methods claimed in order to develop an overall measure of system 
performance based on a variety of measures. Therefore, it would have been obvious to one 
skilled in the art at the time the invention was made to employ the diagnostic methodologies 
claimed in the system of Richardson. 

Response to Arguments 
5. Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. A second look at Richards reveals that Richards, when 
given the broadest reasonable interpretation, meets the limitations of the claim as amended. 
Furthermore, and in response to applicant's argument that Richardson fails to specifically teach 
the various diagnostics operations performed, a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the prior art in 
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order to patentably distinguish the claimed invention from the prior art. If the prior art structure 
is capable of performing the intended use, then it meets the claim. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Agustin Bello whose telephone number is (571) 272-3026. The 
examiner can normally be reached on M-F 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on (571)272-3022. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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